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REMARKS 

The following remarks are submitted to address the above amendments and issues raised 
in the Official Action mailed June 19, 2006. 

Upon entry of the foregoing amendments, claims 1-40 are now pending in this 
application. 

The Specification stands objected to because the Abstract of the Disclosure exceeds 150 
words. The title of the invention stands as not being descriptive. Claims 14-22 stand rejected 
under 35 USC § 1 12, second paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which Applicant regards as the invention. Claims 1-3, 5- 
9, and 1 1-13 stand rejected under 35 USC § 103(a), as being unpatentable over Siems et al. (U.S. 
Patent No. 5,060,664) in view of Frank (U.S. Patent No. 4,291,713). Claims 4 and 10 stand 
rejected under 35 USC § 103(a), as being unpatentable over Siems et al. in view of Frank and in 
view of Collins et al. (U.S. Patent No. 5,200,020). 

No new matter has been added. Support for requested amendments can be found in the 
original claims and throughout the present specification and drawings. Applicant respectfully 
requests consideration of the application in light of the above amendments and the following 
remarks. 

Specification 

The objection to the Abstract of the Disclosure because it exceeds 150 words is 
respectfully traversed. 

The Official Action states that the Abstract of the Disclosure is objected to because it 
exceeds 150 words, and that correction is required. (Official Action, p. 2.) Applicant has 
amended the Abstract of the Disclosure herein to have a length of less than 1 50 words. For this 



US2000 9487436. 1 00568-293036 



U.S. Patent App. No. 10/682,570 
1.111 Amendment and Response 
Page 11 of 21 

' reason, the Office is respectfully requested to withdraw the objection to the Abstract of the 
Disclosure. 

The Official Action states that the title of the invention is not descriptive; that in the 
instant case, the claimed invention is only drawn to an apparatus for the manufacturing of 
cigarettes, excluding methods as noted in the title; and that a new title is required that is clearly 
indicative of the invention to which the claims are directed. (Official Action, p. 2.) 

A process claim can be defined as "[a] claim of a patent that covers a method by defining 
a series of steps to be followed in performing a process"; and a method claim can be defined as a 
"process claim." ( McCarthy's Desk Encyclopedia of Intellectual Property, Second Edition, pp. 
272, 344.) It is a convention that "process" and "method" can be used interchangeably when 
referring to patent claims. Applicant respectfully points out that claims 7-22 are "process" 
claims. Therefore, the claims of the present invention include "method" claims as currently 
stated in the title. For all of these reasons, Applicant respectfully requests that the Office accept 
the title as currently written as being descriptive of the invention to which the claims are drawn, 
and to withdraw the requirement for a new title. 

Claims 14-22 — 35 USC $ 112, Second Paragraph 

The rejections of claims 14-22 under 35 USC § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention are respectfully traversed. 

Claim 14, as amended, claims "[a] process for manufacturing a plurality of cigarettes 
each having a smokable rod circumscribed by a wrapping material, the process comprising: (i) 
providing a first bobbin comprising a continuous strip of the wrapping material, the wrapping 
material having two major surfaces; (ii) mounting the first bobbin on a first machine; (iii) 
unwinding the wrapping material from the first bobbin using the first machine; (iv) applying the 
additive material in a predetermined pattern to one of the major surfaces of the wrapping 
material; (v) ensuring that the additive material applied to the wrapping material has a solid 
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form; (vi) winding the wrapping material having the additive material applied thereto onto a 
second bobbin; (vii) removing the second bobbin from the first machine; (viii) mounting the 
second bobbin on an automated cigarette making apparatus; and (ix) using the automated 
cigarette making apparatus to manufacture a continuous cigarette rod by wrapping tobacco filler 
within the wrapping material having the additive material applied thereto supplied from the 
second bobbin." (Claim 14, emphasis added.) 

The Official Action states that the phrase "the wrapping material" of step (vi) does not 
particularly point out and distinctly note to which "wrapping material" it is referring; and 
questions whether the "wrapping material" to which step (vi) is referring is the "wrapping 
material" having the additive material. (Official Action, p. 2.) 

As amended herein, claim 14 recites in step (vi) "winding the wrapping material having 
the additive material applied thereto onto a second bobbin[.]" Therefore, Applicant respectfully 
submits that claim 14 particularly points out and distinctly claims the subject matter which 
Applicant regards as the invention. Claims 15-22 depend from claim 14, and likewise 
particularly point out and distinctly claim the subject matter which Applicant regards as the 
invention. 

For all of these reasons, the Office is respectfully requested to withdraw the rejections of 
claims 14-22 under 35 USC § 1 12, second paragraph. Applicant respectfully submits that in 
view of the amendments herein to clarify step (vi) in claim 14, claims 14-22, as amended, should 
be allowable. 

Claim 1-3, 5-9, and 11-13 — 35 USC § 103(a) 

The rejections of claim 1-3, 5-9, and 11-13 under 35 USC § 103(a), as being unpatentable 
over Siems et al. in view of Frank are respectfully traversed. 

Claim 1 of the present invention, as amended, claims "[a]n apparatus for producing a 
bobbin of wrapping material having a pattern of additive material applied thereto, the apparatus 
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comprising: (i) means for supplying from a first bobbin a continuous strip of paper web of a 
wrapping material for a smokable rod; (ii) means for applying a predetermined pattern of the 
additive material to the paper web; (iii) means for controlling heat to which the paper web is 
subjected; and (iv) means for winding the paper web having the additive material applied thereto 
onto a roll, the roll comprising a second bobbin of wrapping material having the additive 
material applied thereto" (Claim 1, emphasis added.) 

Claim 7 of the present invention, as amended, claims "[a] process for producing a bobbin 
of wrapping material having a pattern of additive material applied thereto, the process 
comprising: (i) supplying from a first bobbin a continuous strip of paper web of cigarette paper 
wrapping material; (ii) applying a predetermined pattern of the additive material to the paper 
web; (iii) subjecting the paper web to application of heat; and (iv) winding the paper web having 
the additive material applied thereto onto a roll, the roll comprising a second bobbin of wrapping 
material having the additive material applied thereto" (Claim 7, emphasis added.) 

The Official Action states that Siems et al. discloses an apparatus for making cigarette 
rods comprising an adhesive applicator 19, which is deemed as the claimed means for applying 
an additive material, a source of continuous paper web from paper reel 1 8, and the claimed 
means for winding the paper web onto a roll, deemed as the guide rolls stream of applicator 19 
that are capable of winding the paper. The Official Action states that Siems et al. is silent 
regarding heating the web; that Frank teaches that the art heats the adhesive provided on the 
paper web to promote the setting of the adhesive to insure that the wrapped tobacco rod does not 
burst when the wrapped tobacco rod is transported for further processing, and by providing a 
controlled heating it would not char or discolor the paper wrapper of the cigarette; that Frank 
discloses controllably heating the paper web having the adhesive coated thereon by controlling 
the distance of the heating elements 26 and 27 and by providing a first low temperature heat 
treatment followed by a high temperature heat treatment; that Frank teaches that the heating 
elements 26 and 27 do not necessarily contact the paper wrapper but instead are at a sufficient 
distance to cause heating, thus showing that the heating elements may heat the paper web 
through radiant energy; and that at the time the invention was made it would have been obvious 
to a person of ordinary skill in the art to have provided controlled heating means as taught by 
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Frank in Siems et al.'s cigarette apparatus in order to assure that the tobacco rod's seal provided 
by the adhesive on the paper wrapper does not break open when the wrapped tobacco rod is 
transported for further processing and would not char or discolor the paper wrapper of the 
cigarette. (Official Action, pp. 3-4.) 

The Official Action states that, as for claims 2 and 12, the claimed predetermined pattern 
is deemed as the pattern of the roller applicator 19. The Official Action states that, as for claims 
5 and 1 1, the bobbin 18 is capable of holding the claimed paper roll with the expected width 
since the width of the paper reel is the diameter of the cigarette eventually formed, and the total 
length of the paper wound on the paper reel would be sufficient to provide paper to the cigarette 
machine without periodic changes. The Official Action states that, as for claims 6 and 13, the 
applied adhesives would be expected to be placed at the middle of the paper wherein it will 
eventually be the wrapper of a cigarette in order to avoid the adhesive from flowing out. 
(Official Action, p. 4.) 

Siems et al. discloses a method and apparatus for making streams of rod-like products 
containing fibrous materials of the tobacco processing industry, e.g., tobacco filters or tobacco 
rods. The apparatus includes: a means for forming a composite stream containing fibrous 
material and a second material such as water or plasticizer; a means for conveying the stream 
along a predetermined path, which can extend through and beyond a wrapping and severing 
station; a means for measuring the density of materials in the stream including means for 
generating signals which denote density; and a means for processing the signals in order to 
ascertain the quantity of at least one of the materials in the stream. The forming means can 
include an adjustable means for influencing the quantity of at least one of the materials, such as 
plasticizer, in the stream. In operation, after a stream of filter tow has plasticizer sprayed 
thereon, the stream is advanced to a gathering horn where the stream is converted into a rod-like 
filler. The rod-like filler is draped by a web of wrapping material supplied by a reel. One side 
of the running web is coated with adhesive by a paster, and the wrapping material is draped 
about the rod-like filler in a garniture wrapping mechanism. The seam formed by the 
overlapping marginal portions of the draped web is heated or cooled by a sealer in order to 
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reinforce the tubular envelope of the rod. (Siems et al., col. 4, line 5- col. 5, line 7; col. 6, lines 
61-68; col. 7, lines 34-53; Fig. L) 

Nowhere does Siems et al disclose an apparatus for producing a bobbin of wrapping 
material having a pattern of additive material applied thereto, comprising means for applying a 
predetermined pattern of the additive material to the paper web or a second bobbin of wrapping 
material having the additive material applied thereto, as in claim 1 of the present application. 
Nowhere does Siems et al. disclose a process for producing a bobbin of wrapping material 
having a pattern of additive material applied thereto, comprising applying a predetermined 
pattern of the additive material to the paper web or a second bobbin of wrapping material having 
the additive material applied thereto, as in claim 7 of the present application. In contrast, Siems 
et al. discloses only a single paper reel 18 from which paper is unwound and not rewound onto a 
second bobbin. Siems et al. teaches coating adhesive on one side of a web with a paster, 
overlapping marginal portions of the web, and forming a seam by heating or cooling the adhesive 
on the overlapping marginal portions; and not applying a predetermined pattern of the additive 
material to the paper web. Therefore, Applicant respectfully submits that Siems et al. fails to 
disclose each and every element of the present invention. As such, Siems et al. is deficient as a ' 
reference with respect to claims 1 and 7. 

Frank discloses a device for heating the seams of tubular wrappers for the rod-like 
tobacco fillers or filter materials in a cigarette or filter rod making machine. The seams are 
heated with a first heating element during acceleration of the machine and in addition with a 
second heating element providing a higher intensity heat when the machine reaches normal 
speed. The heating elements can engage (or move toward) and disengage (or move away from) 
the moving seam to promote the setting of adhesive film applied to one marginal portion of the 
wrapper. The seam extends lengthwise of the filler. The heating elements are adjacent to the 
garniture of a cigarette making or filter rod making machine. (Frank, col. 2, line 53 - col. 3, line 
17; col. 4, lines 51-60; Fig. 1.) 

Nowhere does Frank disclose an apparatus for producing a bobbin of wrapping material 
having a pattern of additive material applied thereto, comprising means for applying a 
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predetermined pattern of the additive material to the paper web or a second bobbin of wrapping 
material having the additive material applied thereto, as in claim 1 of the present application. 
Nowhere does Siems et al. disclose a process for producing a bobbin of wrapping material 
having a pattern of additive material applied thereto, comprising applying a predetermined 
pattern of the additive material to the paper web or a second bobbin of wrapping material having 
the additive material applied thereto, as in claim 7 of the present application. In contrast, Frank 
discloses a single supply wheel 13 from which paper is unwound and not rewound onto a second 
bobbin. Frank teaches heating a lengthwise moving seam to promote the setting of adhesive film 
applied to one marginal portion of the wrapper. That is, both Siems et al. and Frank teach only 
applying an adhesive to one side of a web to form a seam, and neither reference teaches or 
suggests applying a predetermined pattern of the additive material, as in claims 1 and 7. 
Therefore, Applicant respectfully submits that Frank fails to disclose each and every element of 
the present invention. As such, Frank is deficient as a reference with respect to claims 1 and 7. 
Neither Siems et al. nor Frank overcomes the deficiencies of the other as a reference. 
Accordingly, claims 1 and 7 are not obvious over Siems et al. in view of Frank. 

Moreover, Applicant respectfully submits that neither Siems et al. nor Frank provide any 
suggestion or motivation to combine these two references. Neither reference teaches or suggests 
an apparatus or a process for producing a bobbin of wrapping material having a pattern of 
additive material applied thereto, comprising means for applying, or applying, a predetermined 
pattern of the additive material to the paper web or a second bobbin of wrapping material having 
the additive material applied thereto, as in claims 1 and 7. Both references teach only applying 
an adhesive to one side of a web to form a seam, and neither reference teaches or suggests 
applying a predetermined pattern of the additive material. Both references teach unwinding a 
paper web from a reel or supply wheel, but not winding that paper web onto a second bobbin 
after an additive material has been applied to the paper web. Thus, combining these two 
references would provide no reasonable expectation of success for the apparatus or process as in 
claims 1 and 7. As a result, Applicant respectfully submits that claims 1 and 7 are not obvious 
over Siems et al. in view of Frank. 
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Claims 2-3 and 5-6 depend from claim 1; and claims 8-9 and 11-13 depend from claim 7. 
Therefore, claims 2-3, 5-6, 8-9, and 11-13 are likewise not obvious over Siems et al. in view of 
Frank. 

With respect to claims 2 and 12, as discussed herein, neither Siems et al. nor Frank 
disclose applying an additive material in a predetermined pattern. In contrast, Siems et al. 
teaches coating adhesive on one side of a web with a paster, overlapping marginal portions of the 
web, and forming a seam by heating or cooling the adhesive on the overlapping marginal 
portions. Likewise, Frank teaches heating a lengthwise moving seam to promote the setting of 
adhesive film applied to one marginal portion of the wrapper. As such, these reference teach 
only applying an adhesive to one side of a web to form a seam, and neither reference teaches or 
suggests applying a predetermined pattern of the additive material, as in claims 2 and 12. As a 
result, claims 2 and 12 are not obvious over Siems et al. in view of Frank. 

With respect to claims 5 and 11, Applicant respectfully disagrees that the examiner's 
assertion that "the total length of the paper wound on the paper reel would be sufficient to 
provide paper to the cigarette machine without periodic changes" has any relevance to the first 
bobbin having a continuous strip of wrapping material having a total length of about 6,000 
meters to about 7,000 meters, as in claims 5 and 1 1 . Neither Siems et al. nor Frank teach or 
suggest a first reel having a continuous strip of wrapping material having a specific total length 
in the range of about 6,000 meters to about 7,000 meters. As a result, claims 5 and 1 1 are not 
obvious over Siems et al. in view of Frank. 

With respect to claims 6 and 13, Applicant respectfully disagrees that the examiner's 
assertion that "the applied adhesives would be expected to be place[d] at the middle of the paper 
... in order to avoid the adhesive from flowing out" has any relevance to the pattern being 
applied as a series of virtually identical bands, each band being essentially perpendicular to the 
longitudinal axis of the wrapping material, and the bands being spaced at no less than 15 mm and 
no greater than 25 mm from the inside edges of the bands, as in claims 6 and 13. Neither Siems 
et al. nor Frank teach or suggest the application of a series of virtually identical bands, each band 
being essentially perpendicular to the longitudinal axis of the wrapping material, or the bands 
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being spaced at no less than 15 mm and no greater than 25 mm from their inside edges. As a 
result, claims 6 and 13 are not obvious over Siems et al. in view of Frank. 

For all of these reasons, the Office is respectfully requested to withdraw the rejections of 
claims l-3 5 5-9, and 1 1-13 under 35 USC § 103(a). 

Claims 4 and 10 — 35 USC § 103(a) 

The rejections of claims 4 and 10 under 35 USC § 103(a), as being unpatentable over 
Siems et al. in view of Frank as applied to claim 1, and in view of Collins et al. are respectfully 
traversed. 

Claim 1 of the present invention, as amended, claims "[a]n apparatus for producing a 
bobbin of wrapping material having a pattern of additive material applied thereto, the apparatus 
comprising: (i) means for supplying from a first bobbin a continuous strip of paper web of a 
wrapping material for a smokable rod; (ii) means for applying a predetermined pattern of the 
additive material to the paper web; (iii) means for controlling heat to which the paper web is 
subjected; and (iv) means for winding the paper web having the additive material applied thereto 
onto a roll, the roll comprising a second bobbin of wrapping material having the additive 
material applied thereto." (Claim 1, emphasis added.) 

Claim 7 of the present invention, as amended, claims "[a] process for producing a bobbin 
of wrapping material having a pattern of additive material applied thereto, the process 
comprising: (i) supplying from a first bobbin a continuous strip of paper web of cigarette paper 
wrapping material; (ii) applying a predetermined pattern of the additive material to the paper 
web; (iii) subjecting the paper web to application of heat; and (iv) winding the paper web having 
the additive material applied thereto onto a roll, the roll comprising a second bobbin of wrapping 
material having the additive material applied thereto." (Claim 7, emphasis added.) 

The Official Action states that Siems et al. and Frank are silent regarding using a 
microwave unit to provide for the heating of Frank; that Collins et al. discloses using hot air, 
microwaves, or other forms of heating to set the adhesive being placed on a cigarette paper 
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wrapper; that at the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to use other forms of heating, such as microwave heating as taught by 
Collins et al., in order to set the adhesive provided on the cigarette wrapper of Siems et al.; and 
that, as shown by Collins et al., using microwaves to set the adhesive is an alternative means to 
heat the paper wrapper obvious to one of ordinary skill in the art. (Official Action, pp. 4-5.) 

As discussed herein, Siems et al. and Frank each fail to disclose an apparatus or a process 
for producing a bobbin of wrapping material having a pattern of additive material applied 
thereto, comprising means for applying, or applying, a predetermined pattern of the additive 
material to the paper web or a second bobbin of wrapping material having the additive material 
applied thereto, as in claims 1 and 7. Both references teach only applying an adhesive to one 
side of a web to form a seam, and neither reference discloses or suggests applying a 
predetermined pattern of the additive material. Both references teach unwinding a paper web 
from a reel or supply wheel, but not winding that paper web onto a second bobbin after an 
additive material has been applied to the paper web. Thus, Siems et al. and Frank each fail to 
disclose each and every element of the present invention as in claims 1 and 7, and as such fail as 
references with respect to claims 1 and 7. Neither Siems et al. nor Frank overcomes the 
deficiencies of the other as a reference. 

Collins et al. discloses an apparatus and a method for laminating patches to a base web. 
Two webs are fed at different but related speeds. Patches are cut from the patch web and 
transferred to the other web while being accelerated to a higher speed. The glue used in the 
lamination process can be set in a drying station using microwaves. (Collins et al., Abstract; col. 
3, lines 27-41; col. 4, lines 28-34.) 

Collins et al. also fails to disclose an apparatus or a process for producing a bobbin of 
wrapping material having a pattern of additive material applied thereto, comprising means for 
applying, or applying, a predetermined pattern of the additive material to the paper web or a 
second bobbin of wrapping material having the additive material applied thereto, as in claims 1 
and 7. Thus, Collins et al. fails to disclose each and every element of claims 1 and 7, and as 
such fails as a reference with respect to claims 1 and 7. Neither Siems et ah, Frank, nor Collins 
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et al. overcomes the deficiencies of the other as a reference. Accordingly, claims 1 and 7 are not 
obvious over Siems et al. in view of Frank and in view of Collins et al. 

Claim 4 depends from claim 1; and claim 10 depends from claim 7. Therefore, claims 4 
and 10 are likewise not obvious over Siems et al. in view of Frank and in view of Collins et al. 

For all of these reasons, the Office is respectfully requested to withdraw the rejections of 
claims 4 and 10 under 35 USC § 103(a). 

New Claims 

New claims 23-40 have been added herein to further clarify the subject matter of the 
invention. 



Applicant submits that a full and complete response has been made herein to the Official 
Action and, as such, all pending claims in this application are now in condition for allowance. 
Therefore, Applicant respectfully requests early consideration of the present application, entry of 
all amendments herein requested, withdrawal of all rejections and objections, and allowance of 
all pending claims. 

The Office is respectfully invited to contact J. Michael Boggs at (336) 747-7536, to 
discuss any matter relating to this application. 



CONCLUSION 



Respectfully submitted, 
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Kilpatrick Stockton LLP 
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